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REMARKS 

This respond* to the Office Action dated September 22, 2005, and the references cited 
therewith. 

Claims 38, 39 and 52 are amended, no claims are canceled, and oliiims 54-66 are added; 
as a result, claims 34-39 and 47-66 are now pending in this plication. 

Applicant respectfially submits added claims S4-66 include no new matter. 

A fiaw" *''"" itf Election 

As provisionally elected by Applicant's representative, Torn Obennark, on September 5, 
2005, Applicant elects to prosecute the invention of Grovp 1, claims 34-39 and 47-53. 



htterview Sumnuail 

Applicant thanks Examiner Mark Bockehnan for the courtesy of a telephone interview on 
December21, 2005 wiA >^licanfe representative Tom Obennadc dauns 34, 38. 39, 47 and 
the Office Action dated September 22, 2005 were discussed. In fhis phone caU. the Examiner 
clarified flie 1 12 rejection and fiirflier explained &e 102 lejecdons. 

67/2 Rejection esf the Claims 

Claim 39 was rejected under 35 U.S.C. § 112, first paragraph, as failing to comply with 
die written description requirement 

Applicant has amended claim 39 to more clearly recite flie subject matter. No new matter 
is added. Reconsideration and allowance of claim 39 are respectfiiUy requested. 

^ 102 Reject i/ }n nf the Claims 
Claims 34-37 were rejected under 35 U.S.C. § 102(b) as bemg anticipated by Scott (U.S. 

PataitNo. 5,005.587). 

Applicant respectfully traverses the r^ections of claims 34-37, fiw at least flie followins 
reasons. Anticipation requires ^ disclosure in a single prior art leference of each element of the 
claim under consideration. In reDiUon 919 F.2d 688 (Fed, Or. 1990) (en banc), cerL denied. 
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500 U.S. 904 (1991)» Moreover, *Tor a prior art reference to anticipate in terms of 35 U.S.C. § 
102, every element of the claimed invention must be identically shown in a single reference/* 
(Emphasis Added), /n reW, 9lOR2d831 (Fed, Cir. 1990), AppHcant respectfully submits 
the rejections of claims 34-37 faQ because all of the elements are not identically shown in the 
cited reference. AppUcant camiot find, for example, an outer coating of composite insulativc 
material coated directly on at least one conductor, as recited in claim 34. Claims 35-37 depend 
from claim 34 and thereby include all of its limitations. 

Further, pursuant to M-P^EJ. § 2131, Applicant respectfully submits that Scott fails to 
identically show in as complete detail, for example, an outer coating of composite insulative 
material coated directty on at least one conductor, as recited in claim 34, and i^^ 
claims 35-37. According to M.P.E J. § 2131, **the identical iimsntian must be shown in tiie cited 
jefferrace in as complete detaU as is contained in the claimr (Emphasis added). Ste also 
Richardson v. Suzufd Motor Co,, 868 F^d 1226, 1236 (Fed. Or. 1988). The Office Action stales 
at page 4. first paragraph, '^Scott teaches a biaid conductor (figure 2) 43 that has a composite 
coating.*' Applicant respectfidly traverses this statement in so far as it fails to properly 
characterize the teaching of Scott. In conHast, Scott states at column 5. lines 19-32, for example, 
**A polyurethane outer tube 54 is placed over braid 42 and positioned so diat its distal end is 
adjacent to the proximal end of the Silastic ® tube 38, with braid 42 passmg between the 
adjacent ends of outer tube 54 and tube 38. A molded sleeve 56 formed of polyurethane is 
placed over tfie transition region . . . Sleeve 56 is secured wiA Dow Coming medical adhesive 
whidi is applied to its inner surface prior to placement on cadieter 10." Applicant respectfully 
submits Scott does not appear to teach the identical invention in as complete detail as is 
contained in claim 34, and required by M J-BJ*. § 2131. Pursuant to M.P.E.P. § 2131, AppUcant 
respectfully requests the Examiner show in Scott where there is teaching for. an outer coating of 
conqwsite insulative material coated directly on at least one conductor, as recited in claim 34, 
and incorporated in claims 35-37. Absent such a showing, it sqjpears that the Office Action relies 
on personal knowledge in making such an assertion. Pursuant to 37 C.F,1L § 1.104(d)(2), 
Applicant traverses the assertion and respectfiilly requests the Examiner submit an affidavit 
providing support for the assertion with the next Office Coramumcation or withdraw this Ime of 
argument. 
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Reconsidetation and aJlowance of daims 34-37 are respectfully requested. 

<; tn^ Rf^^rtuiH of the Claims 
Claims 34-37 and 47-51 were rejected imder 35 U-S.C. § 103(a) as being unpatentable 
over Bush et al. (U.S. Patent No. 5,674,272) in view of Scott (U.S. Patent No. 5,005,587). 

L The OfBce Action Fails to Show Teaching or Suggestion for Eadi Blemait of flie Claims. 

Applicant respectfully traveisea the rejections ofclaiins 34-37 and 47-51. Pursuant to 
M J.E.P. § ai43.03, to establish a prima fade case of obviousness, all ttie claim lioiitatitMis nmst 
he taught or suggested by the prior art AppKcant can not find in the cited reference teaching or 
suggestion of, for example, an outer coating of composite inaulative material coated directty on 
at least one conductor, as redted in claim 34. Claims 35-37 depend firan claim 34 and theidiy 
include all of its limitations. AdditionaUy, AppHcant can not find in tiie cited reference teaching 
or suggestion of coating a first composite insnlative material between at least the first conductor 
and the second conductor, and coating a second composite insiilative material on at least an outer 
sur&ce of the second conductor, as recited in claim 47. Claims 48-51 depend W claim 47 and 
thereby include all of its limitatioDS. 

Moreover, absent such a showing of teaching or suggestion. Applicant assumes 
Ejtaminer is taking Official Notice of the missing elements. Pursuant to 1/LP.KP. § 2144.03. 'Tf 
Applicant challenges a factual asseiticm as not properly officially noticed or not properly based 
□pan common knowledge, the Examiner must support the finding wife adequate evidence. The 
Examino: must provide documentary evidence in the next Office Action if the rejection is to be 
maintained." (Emphasis Added). Official Notice unsupported by documentary evidence should 
only be taken where the facts asserted to be well-lcnown, or to be common knowledge in the art 
are capable ofinstant and unquestionable demonstration as being well-known, M. Further, "an 
assessment ofbasic knowledge and common sesase feat is not based on any evidence in the 
record lacks substantial evidence support." In re Zurko, 258 F,3d 1379. 1385. 59 USPQ2d 1693, 
1697 (Fed. Cir. 2001); M.P.EJ. § 2144.03. AppHcant respectfully submits there appears to be 
no evidence in the record to support taking OfBcial Notice of, for exan^le. an outer coating of 
composite insidative material coated directiy on at least one conductor, as recited in claim 34. 
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AdditionaUy, there appeals to be no evidence in the record to si^ort taking Official Notice of 
coating a first composite insulative material between at least toe first conductor and the second 
conductor, and coating a second composite insulative material on at least an outer surface of the 
second conductor, as recited in claim 47. To the extent Official Notice has been taken. Applicant 
traverses and requests a reference showing the missang elements. Alternatively, Applicant 
submits the assertions made are unsupported by the cited references and are within the personal 
knowledge of the Examiner. Applicant requests an Examiner's affidavit supporting the 
unsupported assertions pursuant to 37 CJF.IL 1.104(d)(2) and MJ-EJ. § 2144.03. 

n. TheOfflceABtionFaibtoFiesentafV«BflF«wfeCaseof Obviousness Beoaascl^ 
No ObjectivB Reason to Combine Bush with Scott 

Further, the ngectians of claims 34-37 and 47-51 fiiil because the Office Action does not 
identify a proper motivation to combine Bush with Scott According to MP.E.P. § 2143.01 . the 
mere fact that references eon be modified or combined does not render the resultant modification 
of combination obvious unless prior art also su^ests (i.e. a priw art siqiported objective 
suggestion) the desirability of modificadon or combination. Pursuant to M.P.E J>. § 706.02G), 
'ttjhe initial burden is on the Eitaminer to provide some snggestion of the desirability of doing 
what the inventor has done." See also /« 5« ice, 277 FJd 1338 (CAFC 2002). 

Furflieimore. according to M.P.B J». § 2144, "the rationale to modify or combine the prior art . . . 
m^be exptessty or impliedly contained in the prior art or it may be reasoned firom knowledge 
generally available to one of oidmary skiU in the art, established scientific principles or legal 
precedent." (Emphasis Added). The Office Action states at page 4, second paragraph, "Using a 
braid conductor for that of a coil would have been an obvious choice to those of ordinary skiU in 
ft» art with Scott showhig such a construction-" However, no objective support is provided &r 
such a conclusion. Moreover, neither Bush or Scott appear to remedy the deficiency of objective 
support. In Ught of the lack of objective support. AppUcant respectfully submits these statements 
me conclusoiy and do not appear to be reasoned as required by MJ'.E J*. § 2144. 

Applicant respectfiiUy submits that flie evidence of record does not appear to identify an 
objective source for the motivation to combine Bush with Scott in the manner proposed The 
Office Action does not state how Bush would be in need of, for example, a plurality of 
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conductors disposed within the lead body, wherein at least one of the plurality of conductois 
includes a braided conductor and at least one of the plwality of conductois includes a coiled 
conductor, as recited in claim 34 and incorporated in claims 35-37. Additioniaiy, the Office 
Action does not state how Bush would be in need of providing a plurality of conductois 
including at least a drst conductor and a second condoctoar, wherein at least one of the plurality 
of conductors includes a braided conductor and at least one of the ptarality of conductors 
includes a coiled conductor, as recited In daim 47 and incerporated in claims 48-51. AppUcant 
can not find any objective suggestion in Bn^ to employ such steps or structure. Pursuant to 
M.P § 2143.01, Applicant lespectfiilly requests the Bxaminra: identify an objective soarce 
for the motivation to comWne Bush with Scott in Ae manner proposed orwididraw this line of 
argument. 

in. The Office Action Fails to Provide a Prima Facie Case of Obviousness Because Bush 
and Scott Teadi Away From the Claims. 

Becanse Bush and Scott teadi away fiom flie proposed combination the Office Action 
does not provide a proper motivation to combine 4e cited references. Pursuant to M.P.E J*. § 
2141 .02, 'Trior art must be considered in its entirety, including disclosures that teadi away firan 
the claims." prior art that teadies away fhm the claimed combination is a factor cutting a 
afindingofmotivaliontocombineormodifythepriorart A reference may be said to teach 
away \idien a person of ordinary skill, uponreading the reference, would be discouraged fiom 
Mowing the path set out in the reference, or would be led in a direction divergent fiom the path 
the appficant took. Jn re Gvrley, 27 F.3d 551, 31 USPQ 2d 1130,1 131 (Ted. Cir. 1994); Vnited 
States V. Adam, 383 U.S 39, 52, 148 USPQ 479, 484 (1966); In re Sptmnoble. 405 F.2d 578, 
587, 160 USPQ 237, 244 (C.C.P A. 1969); In re Caldwell, 319 F.2d 254, 256, 138 USPQ 243, 
245 (C.CJPA 1963). Applicant submits. Bush states at column 6, lines 50-55, "[aln inner 
electrical conductor 102 is tubularly and coaxially covered with an inner layer of tubing 104. . . 

An inteimediate coaxially oriented tubular layer 106 of impervious insolation . . . covers inner 
ePTFE layer 104." Further. Scott states at column 5, lines 19-32, for example, "A polyurethame 
outer tube 54 is placed over braid 42 and positioned so that its distal aid is adjacait to the 
proximal end of the SUastio ® tube 38, with braid 42 passing between the adjacent ends of outer 
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tube 54 and tube 38. A molded sleeve 56 fonned of polyurethane is placed over the transitioii 
legioa . . . Sleeve 56 is secured with Dow Coming medical adhesive which is applied to its inner 
surface prior to placement on catheter 10." Further still. Scott states at cohinm 6. Knes 62-64. 
"An outer tube 82 of an insulatfaig material such as Silastic ® or polyurethane covers most of ttie 
length of lead 70." 

Scott teaches away from the proposed combination because Scott advises using a 
polyurethane tube and molded sleeve secured witb medical adhesive for insulation as opposed to 
an outer coating of composite insulative material coated directly on at least one conductor, as 
recited in claim 34, and incorporated in claims 35-37. Additionally, Soott teaches away fix>m the 
proposed combination because Scott advises using a polyurefliane tube and molded sleeve 
secured with medical adhesive for insulation as opposed to coating a first con^te insulalive 
material between at least the first conductor and the second conductor, and coaling a second 
composite insulative material on at least an outer surfece of the second condnclor. as recited in 
claim 47, and incorporated in claims 48-51. Father, Bush teaches away from the proposed 
combination because Bush teaches using tubing for insulation as opposed to an outer coating of 
composite faisulative material coated direcfly on at least one conductor, as redled in clann 34, 
and incerporated in claims 35-37. Fuither still, Bwh teaches away ftom the proposed 
combination because Bush teaches uaii^g tubing tar insidatioii as of^sed to coating a first 
conq>osite insulative matoial betweea at least Ae first conductor and the second conductor, and 
coating a second composite insulative material on at least an oata surfece of the second 
conductor, as redited in claim 47, and incorporated in claims 48-51. 

Because Bush and Scott teach away from the proposed combination. Applicant can not 
find any objective suggestion in the cited references to employ, fer example, the structure or 
steps described above, for claims 34 and 47. Pursuant to M.P£.P. § 2143.01, AppUcant 
respectfUly requests the EKaminer identify an objective source for the motivation to combine 
Bush witii Scott in the manner proposed or wiflidraw this line of argument 

IV. The Office Action Fails to Provide a Prima Facie Case of Obviousness Because the 
Office Action Does Not Con^d^ the Claims as a Whole. 



PAGE 15/22'RCVDATmO(l6 8:57:32 AM [Eastern Standard Tbnel'SVR^ 



03/2 9/06 08:02 F AX 612 339 3061 SCHWEGMAN, LUNDBERG.WOES Ig] 016/022 



AMENDMENT AND RESPONSE UNDER 37 CVR 1.111 to J57nS2 

Sorial Nuinbo: IW717J78 Jo/ uo^ 
FiUag Date: Novombcr 2a» 2003 

Hite: LEAD HAVING COMPOSITE TUBING ^ ^ • 

Further stiU, the rejections of claims 34-37 and 47-51 fail because the rejections do not 
consider the claims as a whole. According to MPBP § 2141.02, In detennining the differences 
between the prior art and the claims, the question under 35 U,S.C 103 is not whether the 
differences themselves would have been obvious, but whether the claimed invention as a whole 
would have been obvious. (Emphasis hi original). Stratoflex, bic v. Aeroquip Corp,^ 713 F.2d 
1530, 218 USPQ 871 (Fed. Ch. 1983); Schenckv, Nortron Corp., 713 F.2d 782, 218 USPQ 695 
(Fed.Cir. \9m.IrUerconn€Ci Planning Corp. v.Fea^l^^ 1143, 227 USPQ 343, 551 

(Fed. Cur. 1985X The Office Action at page 4, second paiagr^h states, ^'While coil members are 
shown in Bush, ^licant claims at least one is abraid mCTiber and while Bush acknowledges 
that they may be of any ah^e he does not specify abraid. Usmg abraid conductor for that of a 
coU would have been an obvious choice to tiwse of ordinary skiU in the art with Scott showing 
such a construction." Id contrast, claim 34 recites that the lead assenibly includes, in 
combination y^h all of the elements of claim 34. a lead body extending fiom a proxinial end to a 
distal end, the lead body includhig a ptarality of conductors disposed therein, whoiein at least 
one of the plurality of conductors includes a braided conductor aod at least one of the phirality of 
conductors includes a coiled conductor. Additionally, olahn 47 tedtes that the method includes, 
in combination wUh all of the elements ofdaim 47, providing a plurality of conductors including 
at least a first conductor and a second conductor, wherein at least one of the plurality of 
conductors includes a btaided conductor and at least one of the plurality of conductors includes a 
coiled conductor. As described above^ the Office Action fails to show teachmg or suggestion for 
this new combination. Applicant req)ectfully submits ftxe Office Action merely states the 
difTereuces of the claims with respect to the prior art are obvious instead of focusing on the 
claims as a whole. Because the rejection focuses upon the differences of the claims and not the 
clahns as a whole, a proper prima fade case of obviousness has not been established. 

Further, by failing to consider the invention as a whole, the Office Action uses 
Applicants' disclosure as a template and performs hindsight reconstruction to selectively 
combine Bush with Scott in the proposed manner. According to In re Vaeck, ttie teachitig or 
suggestion to make the claimed device must be found in tiie prior art, not in the Appellants* 
disclosure. In re Vaeck, 947 F:Zd 488, 20 US,P,Q^d 1438 (Fed. Cir. 1991). 

Reconsideration and allowance of claims 34-37 and 47-51 are respectfully requested. 
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A llowable Subject Matter 
Claims 38, 52 and 53 were objected to as being dependcait upon a rejected base claim, but 
indicated to be aUowable if rewritten in independent fionn including all of the limitatLons of 
thebaseclaimandanyintervening claims. AppUcant respectfiiUy submits claim 38 is rev^ 
in independent form including Hie limitations of claim 34. Further. Applicant respectfully 
submits claim 52 is rewritten in independent fiwrm including the limitations of claim 47. 
Additionally, Applicant submits clahn 53 is allowable as a dependent claim of claim 52- 
Reconsideration and allowance of claims 38, 52 and 53 are respectfiiUy requested. 



were 
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CONCLUSION 

Applicant respectfully submits that the claims are in condition for allowance, and 
notification to that effect is eamestty requested. The Bbtaminer is invited to telephone 
AppUcanrs attorney at (612) 371-2117 to facilitate prosecution of this application. 

If necessary, please charge any additional fees or credit oveipayment to Deposit Account 
No. 19-0743. 

Respectfully submitted, 

JON SCHELL 

By bis Rq^resentatives, 

SCHWEGMAN, LUNDBERG. WOESSNER & KLUTH. P.A. 
P.O. Box 2938 
J/finneapoUs, MN 55402 
(612)371-2117 



Date 



By 




Thomas C. Ob^mark 
Reg. No, 55,506 
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